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REMARKS/ARGUMENTS 



The Official Action dated November 5, 2002 and the Advisory Action dated March 
25, 2003 have been carefully reviewed. In view of the amendments presented herewith and 
the following remarks, favorable reconsideration and allowance of this application are 
respectfully requested. 

Status of the claims and prosecution: 

Claims 1-7, 9, 1 1, 13, 14, 16, 25 and 26 were examined. In the November 5, 2002 
Official Action, all pending claims were finally rejected. 

The previous objection to claims 2, 3 and 1 1 because of informalities was withdrawn. 
The previous rejections of claims 1 1 and 13-16 under 35 U.S.C. §102(b) as anticipated by 
Sweigard et al. (1995) or Shimizu et al. (1991) were withdrawn. 

Claims 1-7, 9, 1 1 , 13, 14, 16, 25 and 26 remained rejected under 35 U.S.C. §112, first 
paragraph, for alleged lack of enablement. 

Claims 1-7, 9, 25 and 26 remained rejected under 35 U.S.C. §112, first paragraph, for 
alleged lack of adequate written description. This rejection was previously applied to claims 
11, 13, 14 and 16 in the Official Action mailed April 10, 2002, but was not so apphed in the 
November 5, 2002 Action. 

Claims 5, 6 and 13 were rejected under 35 U.S.C. §112, second paragraph, for alleged 
indefinitcncss on the following grounds: (1 ) in claim 5, ''having" should be replace with ''of; 
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All pending claims were deemed free of the prior art. The reason given was the 
failure of the prior art to teach or suggest an isolated nucleic acid of SEQ ID NO: 1 or nucleic 
acids from M grisea strain 2539 that hybridize to SEQ ID NO: 1 under the conditions recited 
in claims 1 and 1 1, and cells transformed with those nucleic acids. 

In Applicants' February 28, 2003 reply under 37 C.F.R. §1.116, Applicants requested 
entry of an amendment canceling claims 4 and 5 and amending claims 1,6, 13, 25 and 26. 
Specifically, entry of amendments to claims 1 and 25 to specify that the nucleic acid 
molecules recited therein comprise an open reading frame that encodes a polypeptide 
comprising SEQ ID NO:4 was requested. Entry of amendments to claims 6 and to clarify 
that the vectors recited therein contain the nucleic acid molecule of claims 1 and 1 1, 
respectively, was requested. Entry of amendment to claim 26 to make the language more 
scientifically accurate was requested. 

In the Advisory Action issued on March 25, 2003, the rejections of the pending claims 
were maintained on the ground that the claim amendments presented new issues and did not 
place the claims in condition for allowance. Further, the claim amendments were not entered 
for purposes of appeal. However, the examiner suggested that claim 1 be amended to claim 
an isolated nucleic acid molecule encoding SEQ ID NO:4 and that hybridization and source 
language be deleted. Presumably, with the cancellation and appropriate amendment of 
dependent claims, such claims would be allowable. 



faxed to the examiner and discussed in a telephonic intcn lew on August 27, 2003. 



DOCKET NO.: WARF-0071 (P98067US) 

Application No.: 09/257,585 

Office Action Dated: 1 1/5/02 And 3/25/03 



PATENT 

REPLY FILED UNDER EXPEDITED 
PROCEDURE PURSUANT TO 
37CFR§ 1.116 



Applicants thank the examiner for extending this courtesy. In the telephonic interview, 
further minor amendments to clarify the proposed amended claims were discussed, and it was 
agreed that those amendments would be made and submitted with a Second Reply under 37 
C.F.R. §1.116. Accordingly, the agreed-upon claim amendments are submitted herewith. 

Claim amendments presented in this Reply: 

In accordance with the present amendment, claims 2, 5, 1 1, 13, 14, 16 and 26 have 
been canceled. Claims 1, 3, 4, 6, 7, 9 and 25 remain pending. As the examiner suggested, 
claim 1 has been amended to call for an isolated nucleic acid molecule that encodes SEQ ID 
NO:4. Current cancellations, as well as the amendments to claims 3, 4, 6, 7 and 9, are made 
to accommodate the amendment to claim 1 . Claim 25 has also been amended to now call for 
a transgenic epiphytic bacterium comprising a construct comprising an isolated nucleic acid 
molecule that encodes amino acid SEQ ID NO:4. Claim 26 is canceled as redundant in view 
of the amendment to claim 25. 

Supplemental Information Disclosure Statement: 

Submitted herewith is a Supplemental Information Disclosure Statement citing the 
International Search Report in PCT/US99/04047 (corresponding to the instant application) 
and one reference cited therein, Liew et al., EMBL Accession No. N88845, July 25, 1996. All 
other prior art references that the Applicants consider material to the claimed invention have 
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The Liew et al. reference was cited in the International Search Report of 
PCT/US99/04047 as relevant to the novelty of original claim 12, reproduced below for the 
examiner's convenience (along with original claim 1 1 from which it depended). 



1 1 . An isolated nucleic acid molecule having a sequence selected from the group 
consisting of: 

a ) part or all of SEQ ID NO: 1 ; 

b) an allelic variant of part or all of SEQ ID NO: 1 ; 

c ) a natural mutant of part or all of SEQ ID NO: 1 ; 

d) a sequence hybridizing with part or all of SEQ ID NO: 1 or its complement 
and encoding a polypeptide substantially the same as any of the polypeptides encoded by 
SEQ ID NO:l; and 

e ) a sequence encoding part or all of a polypeptide having an amino acid 
sequence selected from the group consisting of SEQ ID NO:2 SEQ ID NO:3, SEQ ID NO:4, 
SEQ ID NO:5, SEQ ID NO:6, SEQ ID NO:7 and SEQ ID NO:8. 



12. An oligonucleotide between about 10 and about 100 nucleotides in length, which 
specifically hybridizes with a portion of the nucleic acid molecule of claim 1 1 . 



The subject matter of claims 1 1 and 12 is no longer pending in this application. 
However, for completeness. Applicants performed a pairwise BLAST(n) comparison (NCBI) 
between SEQ ID NO:l (published as GenBank Accession No. AF463528) and the Liew et al. 
sequence. A copy of sequence AF463528 and the BLAST(n) search results are attached 
hereto as Exhibit 1 . As can be seen, no significant homology was found between the 
sequences. Accordingly, Applicants respectfully submit that the relevance of Liew et al. to 
the originally claimed invention is questionable; however Liew et al. certainly is not material 
to the invention as currently claimed. 
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Conclusion: 

In view of the claim amendments submitted herewith and the foregoing remarks, the 
presently-pending claims are believed to be in condition for allowance. Applicants 
respectfully request early and favorable reconsideration and withdrawal of the objections and 
rejections set forth in the November 5, 2002 and March 25, 2003 Actions, and allowance of 
this application. 



Woodcock Washburn LLP 
One Liberty Place - 46th Floor 
Philadelphia PA 19103 
Telephone: (215) 568-3100 
Facsimile: (215) 568-3439 



Respectfully submitted. 



Date: August 29, 2003 
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EXHIBIT 1 



